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mate patent rights during the remaining
term of the ‘904 patent.

19. USV’s gross profits for last year on’
chlorthalidone alone were $18,000,000. Pre-
mo with a net worth of but $3,500,000 may
not have sufficient financial capacity to re-
spond in damages for the extensive damage
and harm it could cause to USV over the
remaining life of the patent, even assuming
a modest diversion of the market.

20. The balance of the equities favors

USV—Premo has not made any financial
contribution to the research in and develop-

_ ment of chlorthalidone. It is a reasonable

inference that Premo’s recent ‘activities
were commenced (a) to obtain a “free ride”
on the investment of USV and (b) to get
the “jump” on other competitors before the
patent expired, in the hope that, in view of

the short remaining term of the patent, -

USV would not enforce its legitimate pat-
ent rights.

Conclusions of Law

1. This court has personal jurisdiction
over the parties and subject matter jurisdic-
tion over the controversy under 28 U.S.C.
§ 1338(a). Venue is proper under 28 U.S.C.
§ 1400(b).

2. USV is the owner of the entire right,
title and interest in and to United States
Letters Patent 3,055,904, including the right
to recover for infringement thereof.

3. The ’904 patent has been the subject
of long industry awareness with respect and
acquiescence under circumstances in which
there has been a strong motivation to chal-
lenge validity. Premo has not established
any grounds of sufficient weight to refute
the inference of validity established by ac-
quiescence, or otherwise question its validi-
ty.

4. Premo has infringed claim 3 of
the '904 patent.

5. Accordingly, on this motion for a pre-
liminary injunction, I conclude that there
appears to be no question that the patent is
valid and infringed, and that the long ac-
quiescence in its validity furnishes adequate

legal basis for the relief sought. See Car-
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ter-Wallace, Inc. v. Davis-Edwards Pharma-
cal Corp., 443 F.2d 867 (2d Cir. 1971).

6. Premo’s infringement of the "904 pat-
ent has caused and will continue to cause
substantial and irreparable harm to USV.

7. -The balance of equities lies with USV
and not with Premo.

8. Therefore, Premo Pharmaceutical
Laboratories, Inc., its officers, agents, em-
ployees and all persons acting in concert
with them, and each of them, are hereby
restrained and enjoined from directly or
indirectly- making, using or selling, or induc-
ing others to do the same, in the United
States, its territories or possessions, the
composition commonly known as chlorthali-
done and claimed in United States Letters
Patent No. 3,055,904 unless such chlorthali-
done is manufactured or licensed by USV,
until such time as the merits of this action
are finally determined, or until the said
patent expires on September 25, 1979,
whichever first occurs. The bond of $30,000
heretofore posted in connection with the
temporary restraining order is directed to
be continued.

So Ordered.
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AMCHEM PRODUCTS, INC,, et
al., Plaintiffs,
V. :
Douglas M. COSTLE, as Administrator

of the Environmental Protection
Agency, et al, Defendants.

No. 76 Civ. 2913.

United States District Court,
S. D. New York.

July 5, 1979.

Action was brought challenging the.
Federal Insecticide, Fungicide and Rodenti-
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cide Act on ground that it retroactively
divested plaintiffs engaged in development
and production of pesticide chemicals of
their property rights, effecting a taking of
property without just compensation or due
process of law. The. plaintiffs requested

preliminary injunction restraining Environ- ’

mental Protection Agency from disclosing
research data which had been submitted to
government agencies in support of various
pesticide applications and which plaintiffs
considered to be trade secrets. The District
Court, Owen, J., held that to prevent many
millions of dollars in trade research data
submitted to government over 30 years
from being in effect destroyed in value to
the plaintiffs through disclosure to and use
by their competitors under the Act, EPA
would be preliminarily enjoined from dis-
closing such data and from using it for
benefit of competitors pending trial on mer-
its. _ :
Preliminary injunction granted.

1. Declaratory Judgment ¢=123

Prior to sustaining potentially uncom-
pensable damages as result of enforcement
of statute, plaintiffs were entitled to seek
declaratory judgment of uneonstltutlonahty
of the statute.

2. Constitutional Law 0==277(l)

Trade secret research data is “proper-
ty” within Fifth Amendment. U.S.C.A.
Const. Amend. 5.

See publication wOrds and Phrases
for other judicial constructions and
definitions.

3. Constitutional Law =280

Appropriation of private property for
use by members of public may be a “tak-
ing” within Fifth Amendment, even where
taking is not absolute but consists of severe
diminution of value of property. U.S.C.A.
Const. Amend. 5.

See publication Words and Phrases
for other judicial constructions and
definitions.

4. Health and Environment ¢=25.15(3)
To prevent many millions of dollars of
trade research data submitted to govern-

ment over 30 years from being in effect
destroyed in value to the submitters
through disclosure to and use by their com-
petitors under the Federal Insecticide, Fun-
gicide and Rodenticide Act, Environmental
.Protection Agency would be preliminarily
enjoined from disclosing such data and
from using it for benefit of competitors

pending trial on merits of constitutional -

challenge to the Act. Federal Insecticide,

. Fungicide, and Rodenticide Act, § 2 et seq.

as amended 7 U.S.C.A. §136etseq, USC
A.Const. Amend. 5.

Sellers, Conner & Cuneo by John D. Con-

ner, Kenneth W. Weinstein, Richard A.
Flye and Christian Volz, Washington, D. C.
and Arthuyr, Dry & Kalish by Allan J. Ber-
lowitz, New York City, for plaintiffs.

Robert B. Fiske, Jr., U. S. Atty., S. D.
New York by Michael H. Dolinger, Asst. U.
S. Atty.,, New York City, for defendants.

OPINION

~ OWEN, District Judge.

. Plaintiffs Amchem Products, Inc., et al.,
are engaged, among other things, in the
development and production of pesticide
chemicals.

Plaintiffs request a preliminary injunc-
tion restraining the Environmental Protec-
tion Agency from disclosing research data
which was submitted to government agen-
cies in support of various pesticide applica-
tions and which plaintiffs consider to be
trade secrets. It appears that EPA intends
to use these data for the benefit of competi-
tors in the issuance of pesticide registra-

otions. Plaintiffs challenge the federal stat-
ute which purports to authorize such disclo~
sure and use, the Federal Insecticide, Fun-
gicide, and Rodenticide Act, 7 U.S.C. § 136
et seq. (hereinafter “FIFRA”), on the
ground that it retroactively divests plain-
tiffs of their property rights, effecting a
taking of property without just compensa-
tion or due process of law, in violation of
the Fifth Amendment to the Constitution.
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According to the plaintiffs, a chemical is
valuable as a pesticide only to the extent it
is both effective against the target organ-
jsm and safe to non-target organisms, in-
cluding human beings, and to the environ-
ment in general. Consequently, the devel-
opment process has always been character-
ized by a substantial investment in scientif-
ic research and testing to determine the
efficacy, safety and environmental effects
of a potential pesticide, resulting in the

- production of voluminous scientific research
data. The government does not dispute
this. Plaintiffs contend, therefore, that in
a very real sense, these data -are their com-
mercial product, and provide the key to the
market. Because the development and ex-
clusive possession of these data confer a
substantial competitive advantage upon
their originator, pesticide manufacturers
have always considered significant portions
of such data to be trade secrets, and have
protected them accordingly. The govern-
‘ment in some measure does dispute this.

" The proprietary nature of trade secret
property, such as research data, has long
been recognized by the federal, state, and
common law. In the pesticides field, feder-
al agencies have been receiving research
data from registrants since 1947 under laws
and regulations which provided for confi-
dential treatment of trade secret informa-
tion, and no federal agency has ever dis-
closed such data. - Plaintiffs invested mil-

data with the legitimate expectation that
they were protected as trade secrets, and
that -their trade secret status would contin-
ue to be respected by the government.

On September 30, 1978 FIFRA was
amended to authorize the disclosure of
trade secrets for the use and benefit of
competing manufacturers in applying for
pesticide registrations. No payment is re-
quired to the data submitter for use of data
submitted prior to January 1, 1970. Pay-
ment is required to be made by a competing
applicant to an original data submitter for
use of trade secrets submitted on or after
January 1, 1970, and during a period of 15
years from the date of the registration of
the pesticide for which the data was origi-

AMCHEM PRODUCTS, INC. v. COSTLE
Cite as 48) F.Supp. 195 (1979)

" tration of the pestici

lions of dollars to produce these research -
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nally submitted. The terms of payment are
to be arbitrated if agreement cannot be
reached. As to data submitted after Sep-
tember 30, 1978, it is protected only for a
period of ten years from the date of regis-
de concerned and
thereafter is without protection. ’

In response to the passage of the Federal
Pesticide Act, plaintiffs have filed a Fourth
Amended Complaint, consisting of six
counts. Counts I and II challenge the con-
stitutionality of the Federal Pesticide Act
of 1978 insofar as it may retroactively di-
vest pesticide research data submitted to
EPA and its predecessor agencies between -
1947 and September 30, 1978 of their for-
merly recognized trade secret status, and
authorizes EPA to disclose these research
data and use them for the economic benefit
of plaintiffs’ competitors in registering
their pesticide chemicals.

The plaintiffs assert that competition in
the pesticide industry occurs primarily
through research and development.
firm's competitiveness depends principally
on its ability to develop new products and
to develop new and better uses for existing
products. Because of the enormous risk
and expense involved in new product devel-
opment, firms invest substantial portions of
their research funds in improvement of ex-
isting products.

In order to be competitive, plaintiffs have
made conscious corporate decisions to en-
gage in these research and development
activities. These efforts, which began as
long ago as 1939, have involved the con-
struction and maintenance of sophisticated
research laboratories and research farms
staffed by highly qualified research scien-
tists, toxicologists, biologists, and organic
chemists. Obviously, the research and de-
velopment process can be lengthy, complex
and exceedingly expensive.

The final products of the research and
development process are the research and
test data which define the properties of the
pesticide and establish its safety and effica-
¢y for commercial use. It is the possession
of these data alone which enables plaintiffs

&
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to market a pesticide chemical commercially
and compete in the industry.

Obviously, therefore, the data generated
as a result of plaintiffs research and devel-
opment activities have immense value in
the conduct of plaintiffs’ business. Re-
search data not only are essential for pesti-

"cide registration, but are also required to
meet the standards of states and foreign
governments.

The experimental and analytical method-

ologies devised by plaintiffs during the re- -

search and development process for one pes-
ticide chemical -are especially valuable in
the development of other products. Re-
search data are valuable for developing new
non-pesticidal uses for known pesticide
chemicals, : ‘ : :

Thus, the possibilities for use of pesticide
research data to discover new valuable uses
for pesticide chemicals are limited only by
the skill and imagination of the scientists
who review them.

Consequently, plaintiffs assert that pesti-
cide research data are valuable for a wide
variety of uses, and anyone possessing these
data and the requisite scientific and busi-
ness skills could use the data for similar
purposes. If plaintiffs’ competitors were to
obtain access to these research data, plain-
tiffs would lose the substantial competitive
advantage earned through research efforts;
and their competitors could appropriate the
value and use of these data without them-
selves expending the cost in labor, facilities,
money and inventiveness that was required
of the plaintiffs. :

Because of the extensive effort and ex-
pense that go into the development of trade
research data, plaintiffs have apparently

taken stringent precautions in the past to |

insure their protection. Further, while ob-
viously the end product is fully and publicly
disclosed both as to make-up and efficacy,
the agencies that have received plaintiffs’
research trade secret data to consider its
registration have, the plaintiffs contend, al-
ways held the research data in confidence.
Indeed, it appears that after the passage of
the Freedom of Information Act in 1967,
the Food and Drug Administration recon-

firmed that “data in support of petitions
relating to pesticide chemicals” were confi-
dential information within the “trade se-
crets” exemption and could not be disclosed.

Further, the Trade Secrets Act, 18 U.S.C.
§ 1905 prohibits the unauthorized disclosure

. of trade ‘secrets by ‘agency officials and

makes such disclosure punishable as a
crime, - e

Against this background, the plaintiffs
contend that the 1978 amendment tq FI-
FRA is a retroactive taking of their proper-
ty in violation of the Fifth Amendment and
the appropriation of its use to the economic
benefit of competing manufacturers.

In response to this, the defendants, and
particularly the Administrator, of EPA,
which is charged with enforcing FIFRA,
assert that the 1978 legislation was an au-
thorized dnd reasonable exercise of Con-
gress’ police power authority under the

Commerce Clause to protect the public wel-

fare, enhance competition in the pesticide
industry, and serve other important inter-
ests. Defendants also contend that plain-
tiffs retain the ability to make reasonably
beneficial use of their property.

The government further asserts that dis-

closure of these data to the public is an
appropriate means to lessen the likelihood

that commerce in pesticides will cause harm

to the public; that there is a general public
interest in knowing how the government’s
decisions about these products are made

and in holding the government.accountable -

for the quality of its scientific assessments;
that the withholding of research data inhib-
its the pursuit and advancement of scientif-
ic knowledge; that full disclosure plays a

vital role in expanding the store of human -

knowledge and that a preservation of the

. secrecy of research data places entry barri-

ers against the smaller firms attempting to
enter the market, thereby reducing compe-
tition in what is already an oligopolistic
industry, causing higher prices.

Finally, the government asserts that to
the extent there has been a taking of pro-
tected property, there exists an adequate
legal remedy under the Tucker Act, 28
US.C. § 1491,

-,
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LAFFEY v. NORTHW

{1] 1 do not deem it at all clear, given
the specific provisions for payment and
non-payment provided for in the 1978 FI-
FRA amendment 7 US.C. § 136a(cX1)XD)
that relief under the Tucker Act is the
simple answer that the government claims.
Not only does FIFRA expressly provide as
to certain data there shall be no compensa-
tion at all, 7 U.S.C. § 136a(c)(1)(DXiii), thus
raising the question of the withdrawal of
Tucker Act jurisdiction, see Regional Rail
Reorganization Act Cases, 419 U.S. 102, 126,
g5 S.Ct. 335, 42 L.Ed.2d 320 (1974), but also,
and more to the point, plaintiffs here do not
seek damages but rather a declaratory
judgment of unconstitutionality prior to
sustaining potentially uncompensable dam-

ages. This they may properly do. .Duke

Cite as 48] F.Supp. 199 (1979)
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will in effect be destroyed in value to the
submitters through disclosure to and use by

their competitors. Obviously, once dis-
closed, trade secrets are lost forever.

For the foregoing reasons, the prelimi-
"nary injunction restraining the Environ-
mental Protection Agency from disclosing
trade secret research data and from using
this data for the benefit of competitors in
the issuance of pesticide registrations is
granted pending a trial on the merits here-
in. In the circumstances of this case I
conclude that a bond is not required. “The
parties are to appear before me on August
-14, 1979, at 4:30 P.M. in Courtroom 2804 to:
fix a date for trial on the merits. '

Submit order on notice.

Power Co. v. Carolina Environmental Study ..

Group, Inc., 438 U.S. 59, 71 n.15, 98 S.Ct.
2620, 57 L.Ed.2d 595 (1978). :
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- [2,3] Next, turning to what is clearer: )

(1) trade. secret research data is treated as
property within the intendment of Fifth
Amendment protection, American. Sumatra
‘Tobacco Corp. v. SEC, 68 App.D.C. 77, 93
F.2d 236 (D.C.Cir.1937); Kewanee Oil Co. v.
Bicron Corp., 416 U.S. 470, 94 S.Ct. 1879, 40
L.Ed.2d 315 (1974); and (2) under certain
circumstances the appropriation of one per-
son's private property for use by members
of the public is a taking. Loan Association
v. Topeka, 20 Wall 655, 87 U.S. 655, 22

" LEd. 455 (1874). ‘Surely this is-so even

‘where, as here, the taking is not absolute
but consists instead of a severe diminution
of the value of plaintiff’s property.

[4] Finally, what is absolutely clear at
this point is that under the tests of Sonesta
International Hotels Corp. v. Wellington
Associates, 483 F.2d 247 (2d Cir. 1973), in
addition to substantial irreparable injury
there are obviously serious questions going
to the merits to make them a fair ground
for litigation with the balance of hardship
tipping decidedly toward plaintiffs who are
here seeking continuing protection. The
government does not dispute that if the
injunction is not granted, many millions of
dollars of trade research data submitted to
the government over the past thirty years
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"Mary P. LAFFEY et al, Plaintiffs,
v.

NORTHWEST AIRLINES, INC,,
Defendant.

‘Civ. A. No. 2111-70.

United States District Court,
District of Columbia. .

July 9, 1979.

Stewardesses brought action against
airline alleging sex discrimination. - The
United States District Court for the District
of Columbia, Aubrey E. Robinson, Jr., J.,
366 F.Supp. 763, entered judgment for
plaintiffs; later, the District Court, Aubrey
E. Robinson, Jr., J., 374 F.Supp. 1382, en-.
tered order directing various types of relief,
and airline appealed. The Court of Ap-
peals, 185 U.S.App.D.C. 322, 567 F.2d 429,
vacated and remanded in part and affirmed
in part. Following remand, the District
Court, Aubrey E. Robinson, Jr., J., held
that: (1) a three-year limitation provision
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